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Remarks 

Claims 163-195 are pending in the Application. 

Claims 165, 167-169, and 175-195 are cancelled without prejudice. 

Claims 163, 164, 166 and 170-174 are rejected. 

L RESTRICTION UNDER 35 U,S,C. S 121 

Examiner has restricted Claims into six Groups. On March 9, 2004, Applicant responded 
to the Office Action having a mailing date of February 12, 2004 ("Restriction Requirement"), 
having a shortened statutory period for response set to expire on March 12, 2004, and 
provisionally elected to continue prosecution of Group I (Claims 163-164, 166, and 170-174) 
without traverse. Claims 165, 167-169, and 175-195 are withdrawn from consideration and have 
been cancelled herein without prejudice. 

11. REJECTIONS UNDER 35 U.S>C. 8 102raV S 103(a) OVER SEN 

Examiner has rejected Claims 163, 164, 166 and 170-174 under 35 U.S.C. § 102(a) as 
being anticipated by or in the altemative, under 35 U.S.C. § 103(a) as obvious over Sen et al., 
Fullerene Science and Technology, 5(3), 489-502 (1997), ("5en"). Office Action at 2. 

Examiner contends that the "reference teaches on pg. 495, 496 cut nanotubes. SWNTs 
are depicted, however, the discussion is general and it is possible that the pictures are a 
simplification. Cutting SWNTs is an obvious expedient to gain the fimctionalization and 
subsequent reactivity/solubility desired. In so far as claims 173, 174 require anything beyond 
nanotubes, then using SWNTs in a battery/fiiel cell is an obvious expedient to exploit their 
electrical properties." Office Action at 2. 

Applicant respectfully traverses these rejections. Sen is not prior art for the claims of the 
present Application; thus, these rejections are improper and must be withdrawn. 
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The present Application is a divisional of a co-pending parent application Serial No. 
09/380,545, filed on March 6, 1999, now United States Patent 6,683,783 issued January 27, 
2004, which is the 35 U.S.C. § 371 national application of International Application Number 
PCTAJS98/04513 filed on March 6, 1998, which designated the United States, claiming priority 
to provisional U.S. patent application Serial Number 60/067,325 filed on December 5, 1997, 
provisional U.S. patent application Serial Number 60/064,531 filed on November 5, 1997, 
provisional U.S. patent application Serial Number 60/063,675 filed on October 29, 1997, 
provisional U.S. patent application Serial Number 60/055,037 filed on August 8, 1997, 
provisional U.S. patent application Serial Number 60/047,854 filed on May 29, 1997, and 
provisional U.S. patent application Serial Number 60/040,152 filed on March 7, 1997. Thus, as 
a result of this claiming of priority, the present Application has at least an effective filing date of 
these provisional application filings. 

As an initial matter, Sen was published in Fullerene Science and Technology in April, 
1997, after the filing of the Applicant's provisional U.S. patent application Serial Number 
60/040,152 filed on March 7, 1997 ("the '152 provisional application"). A copy of the Table of 
Contents and associated documentation regarding the publication date of Sen are given in Exhibit 
A. 

Regarding Claims 163, 164, 166 and 170-174, the elements of the claims (including 
purified and cut single-wall carbon nanotubes, and their applications in molecular wires, 
quantum devices, integrated circuits, RF shielding devices, microwave absorbing materials, 
hydrogen storage devices, battery and fiiel cells and the other elements in the claims of the 
present Application are fiilly supported by the '152 provisional application.* Thus, such 
supported pending claims have an effective filing date of March 7, 1997. See M.P.E.P. § 706.02. 



Support in the '152 provisional application for cut single- wall carbon nanotubes can be found in the '152 
provisional application on pages 9-13. This support includes "applications involving the individual tubular 
molecules per se (e.g., derivatives, nanoscale conductors in quantum devices, i.e., molecular wire)." '152 
provisional patent appHcation, page 10. For support respecting integrated circuits, see, for example, page 13 of the 
'152 patent application. Moreover, support for using the materials "in RF shielding applications, e.g., to make 
microwave absorbing materials" is found, for example, at page 14 of the '152 patent application. For support for 
hydrogen storage devices, battery and fuel cell devices, see page. 14 of the '152 provisional application. For further 
support of batteries, see page 21 and pages 37-38 of the '152 provisional application. 
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This effective filing date is before the publication date of Sen. Consequently, Sen cannot be prior 
art to such claims under 35 U.S.C. § 102(a) or 35 U.S.C. § 103(a). 

Applicant understands the Examiner may assert one or more of the claims of the present 
Application is not fully supported by the '152 provisional application because, in Examiner's 
view, each of those claims includes a feature not disclosed in the '152 provisional application. 
While Applicant would traverse such an assertion, to the extent such assertions could be made, 
Applicant notes that any such allegedly missing features of the dependent claims would likewise 
not be found in Sen. Under such circumstance. Sen would again not be prior art. See M.P.E.P. § 



Therefore, in view of the foregoing, Applicant respectfully requests that the Examiner 
withdraw his rejection of Claims 163, 164, 166 and 170-174 under 35 U.S.C. § 102(a) as being 
anticipated by, or in the altemative, under 35 U.S.C. § 103(a) as obvious over Sen. 

IV. CONCLUSION 

As a result of the foregoing, it is asserted by Applicant that the Claims in the Application 
are now in a condition for allowance, and respectfully request allowance of such Claims. 

Applicant respectfully requests that the Examiner call Applicant's attorney at the below 
listed number if the Examiner believes that such a discussion would be helpful in resolving any 
remaining problems. 



715.02. 



Respectfully submitted, 



WINSTEAD SECHREST & MINICK RC. 




Ross ISpencer Garsson 
Reg. No. 38,150 



RO. Box 50784 
Dallas, Texas 75201 
(512)370-2870 
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